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Kl Responsive to communication(s) filed on Aug 9, 2001 , • 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayfe, 1935 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire THREE month(s), or thirty days, whichever 
is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 

Disposition of Claims 

Kl Claim(s) 1-64 is ' are pending in the application. 

Of the above, claim(s) none is/are withdrawn from consideration. 

□ Claim(s) is/are allowed. 

Kl Claim(s) 1-64 is/are rejected. 
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□ Claims are subject to restriction or election requirement. 
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pin of c Q Examiner Pierre Eddy Elisca 




United States Department of Commerce 
Patent and Trademark Office 
Washington, D. C. 20231 



DETAILED ACTION 

1. This Office action is in response to Applicant's CPA file on 8/9/2001. 

2. Claims 1, 3 and 33 are amended and claims 1-64 are presented for examination. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use 
or on sale in this country, more than one year prior to the date of application for patent in the United States. 
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4. Claim 33 is rejected under 35 U.S.C. 102(b) as being anticipated by Wagner (U.S. Patent No. 
4,903,201). 

Regarding to claim 33, Wagner discloses a system for auctioning financial products over a 
8 distributed networked computer system, said system comprising: a plurality of workstations for entering orders 
for financial products into the distributed, networked computer system (see col. 7, lines 12-17), said orders 
specifying a quantity of the financial product and exposure time for which the order is displayed for responses 
active (see Fig. 5, item 148, col. 10, lines 16-22, col 13, line 45, col. 22, lines 27-31); a plurality of workstations 
for entering responses to orders for the product, said responses specifying a price and quantity (see Fig. 5, item 
148, col. 10, lines 16-22); a server computer coupled to the workstations for entering the orders and the 
responses (see col. 7, lines 12-14), said server computer executing a server process that for a first one of said 
orders (see col. 5, lines 38-46, central processor-'server", remote terminals-'client"), determines a match to 
said first order with the responses and contra-side orders during an interval determined by the exposure time 
specified by said first order (see col. 10, lines 20-26, col. 13, line 45, col. 22, lines 27-31). The newly added 
limitation or words "displayed for responses" is seen to read as the old limitation "can remain active". 

Claim Rejections - 35 USC § 1 03 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all obviousness rejections 
set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

6. Claims 1-20, 22, 24-32, 34-49, 50-55, 57-64 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Wagner (U.S. Patent No. 4,903,201) in view of Mori et al. (U.S. pat. No. 6,044,363). 
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Regarding to claim 1, Wagner discloses a method of auctioning products, said method executed over 
a distributed networked computer system, said method comprising: entering an order for a product, the order 
specifying a price which can be a relative price, a market price or a fixed price, and specifying a quantity and 
an exposure time for which the order can be displaced for response (see Fig. 5, item 148, col. 10, lines 19-22 
and col. 16, lines 44-51 , also see col. 22, lines 27-31). entering a response to an order, the response specifying 
a price, which can be a relative, fixed price or a relative price with a price improvement, and quantity (see Fig. 
5, item 148, col. 10, lines 19-22); and matching the order with the response in accordance with the exposure 
time specified by the order (see Fig. 5, items 144, col. 5, lines 43-46 and col. 16, lines 44-51). Wagner does 
not explicitly discloses a relative price with a price improvement with the relative price being relative to a 
generally accepted indicator of a prevailing market price (which is readable as a bid price improvement i.e the 
response of the bidder must be higher than the original bid. 

However, Mori discloses an automatic auction method which makes it unnecessary for bidders to stay before 
auction terminals at the time of auction and which makes possible auction transactions on an open network. 
A plurality of auction ordering information pieces each containing a desired price, numberof purchase, and a 
highest possible price in competition (see., abstract, col 6, line 10-34). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the invention was made to 
modify Mori's teaching of a predetermined price limitation to Wagner's bidding price to include a price * 
improvement criteria which provide the relative price being relative to a generally accepted indicator of a 
prevailing market price for the benefit of satisfying any predetermined criteria set by the sellers. 

Regarding to claim 2, Wagner discloses the method of claim 1 wherein a plurality of orders and 
response are entered, and wherein matching further comprises: 

matching a first one of the orders with responses during the exposure time specified by the order (see col. 5, 
lines 43-46, col. 22, lines 27-31). 
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Regarding to claim 3, Wagner discloses the method of claim 1 wherein a plurality of orders and responses 
are entered, and wherein matching further comprises: 

collecting responses during the exposure time specified by the order (see col. 22, lines 2731); 

Wagner does not explicitly discloses matching the orders to an optimal one of the responses which is 

determined in accordance with price and quantity specified in the optimal one of the responses. 

However, comparing and determining optimal bidding price over the Internet for providing a winner of the 

auction. 

Providing an optimal bidding price in the systems of Wagner and Mori would have been obvious in order to 
provide the comparison of optimal feature according to quantity and price to Wagner and Mori for best price 
offer. 

Regarding to claim 4, Wagner discloses the method of claim 1 wherein the products are financial 
instruments (see col. 1 , lines 1-2). 

Regarding to claim 5, Wagner discloses the method of claim 1 wherein matching retrieves an oldest 
response and determines whether the oldest response has a price that satisfies a price specified by the order 
(see Fig. 144 and 148, col. 5, lines 43-46 and col. 16, lines 44-51). 
Wagner does not explicitly discloses a specified price condition order. 

However, Mori discloses an automatic auction method which makes it unnecessary for bidders to stay before 
auction terminals at the time of auction and which makes possible auction transactions on an open network. 
A plurality of auction ordering information pieces each containing a desired price, number of purchase, and a 
highest possible price in competition (see., abstract, col 6, line 10-34). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the invention was made to 
modify Mori's teaching of a predetermined price limitation to Wagner and Mori bidding price to include a price 
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improvement criteria which provide the relative price being relative to a generally accepted indicator of a 
prevailing market price for the benefit of satisfying any predetermined criteria set by the sellers. 

Regarding to claim 6, Wagner discloses the method of claim 1 further comprising: 
expiring the order if the exposure time specified by the order has elapsed and no matching responses was 
received (see col. 16, lines 44-51 , expiring the order that attached with time condition is inherently required after 
the time elapsed, therefore the limitation is met). 

Regarding to claim 7, Wagner discloses the method of claim 1 further comprising: 
entering pre-defined relative indications that correspond to a willingness to buy or sell the product; and wherein 
the pre-defined relative indications specify a price relative to a current market price (see Fig. 8, item 240, col. 
12, lines 45-49). 

Wagner does not explicitly discloses but Mori discloses below: 

said willingness to buy or sell in response to orders if an order for the product arrives for exposure (see abstract, 
specifically wherein it is stated that a plurality of auction ordering information pieces each containing a desired 
price, a number of purchase , this step is seen to read as the step willingness to by or sell based upon a highest 
bid) and price relative to an indicator of the current prevailing market price. 

It would have been obvious to one of ordinary skill in the art at the time the invention was made to incorporate 

the teaching of Mori to Wagner for the benefit of helping buyer with a realistic bidding price. 

Furthermore, Mori discloses predetermined price condition for bidding (see col. 6, lines 10-34, specifically 

wherein it is stated that a maximum allowed price in competition for the desired price....). 

It would have been obvious to one of ordinary skill in the art at the time the invention was made to incorporate 

the price relative to indicator of the current prevailing market price to Wagner and Mori for the benefit of 

satisfying seller's pricing criteria. 
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Regarding to claim 8, Wagner discloses the method of claim 7 wherein the pre-defined relative 
indications specify a quantity of the product (see col. 10, line 21-22). 

Regarding to claim 9, Wagner and Mori disclose the method of claim 1 . Wagner and Mori do not 

explicitly discloses the indicator of current prevailing market price is a national best bid offer, price for a security. 
However, It would have been an obvious matter of design choice to modify the teachings of Wagner and Mori 
with the prevailing market price as a national best bid offer price, to provide more competitive pricing result , 
since applicant has not disclosed that said limitation solves any stated problem in a new or unexpected way or 
is for any particular purpose which is obvious to one of ordinary skill and it appears that the claimed feature 
does not distinguish the invention over similar features in the prior art. 

Regarding to claim 10, Wagner discloses the method of claim I wherein entering responses further 
comprises: 

specifying a product (see col. 10, line 22). 

Regarding to claim 11 , the claimed invention is similar to claim 5 and therefore the same rejection 

applied. 

Regarding to claim 1 2, Wagner discloses the method of claim 7 wherein retrieving further comprising: 
matching pre.-defined relative indications to the order with the pre-defined relative indications ranked by price 
and within a price ranking, further being rank by time (see cot. 3, lines 45-46). 

Wagner does not explicitly discloses the predefined relative indications are not displayed or exposed to the 
market unless matched and executed against the order. 

Seal bid in an auction over the Internet for example after winning an auction for providing to the winner the 
desired bid is a routine auction step. 
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Providing a seal bid in the systems of Wagner and Mori would have been obvious in order to facilitate the 
bidders to make the decision to seal the bid unless the bid is matched and executed against the order to 
wagner and Mori for the benefit of anonymous bidding. 

Regarding to claim 13, the claimed invention is similar to claim 6 and therefore the same rejection 

applied. 

Regarding to claim 14, Wagner discloses a method of auctioning financial products over a distributed, 
networked computer system, said method comprising: 

entering orders for financial products into the distributed, networked computer system, said orders specifying 
a price for the financial product (see cot. 7, lines 12-17, cot 12, lines 6165), a quantity of the, financial product 
and exposure time which the order can remain active (see Fig. 5, item 148, cot. 10, lines 19-22 and cot. 16, 
lines 44-51 , col. 22, lines 27-31); 

entering responses to orders for the product, said responses specifying a price and quantity; and for a first one 
of said order (see Fig. 5, item 148, col. 10, lines 19-22), 

matching said first order, to the responses and contra-side order, during an interval determined by the exposure 
time specified by said first order (see Fig. 5, item 144, col. 5, lines 4346); and 

expiring the first one of the orders if no matching responses or contra-side orders are received during the 
exposure period (see col. 16, lines 44-51, also see col. 22, lines 27-31, expiring order is inherently required 
when limit time condition is attached to the order, therefore the limitation is met). 
Wagner does explicitly discloses said orders specifying minimal acceptable amount of price improvement. 
However, Mori discloses an automatic auction method which makes it unnecessary for bidders to stay before 
auction terminals at the time of auction and which makes possible auction transactions on an open network. 
A plurality of auction ordering information pieces each containing a desired price, number of purchase, and a 
highest possible price in competition (see., abstract, col 6, line 10-34). 
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Therefore, it would have been obvious to one of ordinary skill in the art at the time the invention was made to 
modify Mori's teaching of a predetermined price limitation to Wagner's bidding price to include a price 
improvement criteria which provide the relative price being relative to a generally accepted indicator of a 
prevailing market price for the benefit of satisfying any predetermined criteria set by the sellers. 

Regarding to claim 15, Wagner discloses the method of claim 14 further comprising: 
executing a trade between the first order and one of the contra-side orders or responses that matched the first 
order (see col. 5, lines 43-45). 

Regarding to claim 16, Wagner discloses the method of claim 15 wherein executing a trade further 
comprises: 

reporting the first order and the matched one of the contra-side orders or response to a facility of a self- 
regulatory organization for market validation (see col. 1 2, lines 53-58, the limitation is met because the reporting 
step of first order and the matched responses to a facility of a self regulatory organization for market validation 
must exist in order for execution to be carried out). 

Regarding to claim 17, Wagner discloses the method of claim 14 wherein the orders can further 
include conditions attached to the order (see col. 13, lines 43-47). 

Regarding to claim 18, Wagner discloses the method of claim 17 wherein the conditions can include 
a price improvement (see col. 13, lines 43-47). 

Regarding to claim 19, the claimed invention is similar to claim 7 step 1 and therefore the same 
rejection applied. 
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Regarding to claim 20, the claimed invention is similar to claim 7 step 1 and therefore the same 
rejection applied. 

Regarding to claim 22, Wagner discloses the method of claim 14 wherein for trading by a broker 
dealer, the system allows the broker/dealer to specify specific trading options when the broker dealer is trading 
with its own customer (see col. 10, lines 16-28, col. 13, lines 43-47). 

Regarding to claim 24, Wagner discloses a computer program product for auctioning products, said 
computer program product residing on a computer readable medium comprising instructions for causing a 
computer to: 

receive an order that was entered for a product, the order specifying price, quantity and exposure time (see Fig. 
5, item 148, col. 5, lines 38-43); 

receive a response that was entered in response to an order, the response specifying a price, price 
improvement, and quantity (see Fig. 5, item 144, col. 5, lines 43-46); and 

match the order with the response during the exposure time specified by the order (see Fig. 5, item 144, col. 
5, 43-46). 

Wagner does not explicitly discloses specifying price and receiving response relative to a generally accepted 
indicator of the current prevailing market price with a specified amount of price improvement. 
However, Mori discloses an automatic auction method which makes it unnecessary for bidders to stay before 
auction terminals at the time of auction and which makes possible auction transactions on an open network. 
A plurality of auction ordering information pieces each containing a desired price, number- of purchase, and a 
highest possible price in competition (see., abstract, col 6, line 10-34). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the invention was made to 
modify Mori's teaching of a predetermined price limitation to Wagner's bidding price to include a price 
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improvement criteria which provide the relative price being relative to a generally accepted indicator of a 
prevailing market price for the benefit of satisfying any predetermined criteria set by the sellers. 

Regarding to claim 25, the claimed invention is similar to claim 4 in broader scope and therefore the 
same rejection applied. 

Regarding to claim 26, the claimed invention is similar to claim 5 and therefore the same rejection 

applied. 

Regarding to claim 27, the claim invention is similar to claim 6 and therefore the same rejection 

applied. 

Regarding to claim 28, the claimed invention is similar to claim 7 and therefore the same rejection 

applied. 

Regarding to claim 29, the claimed invention is similar to claim 8 and therefore the same rejection 

applied. 

Regarding to claim 30, the claimed invention is similar to claim 9 and therefore the same rejection 

applied. 

Regarding to claim 31, the claimed invention is similar to claim 10 and therefore the same rejection 

applied. 

Regarding to claim 32, the claimed invention is similar to claim 1 1 and therefore the same rejection 

applied. 
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Regarding to claim 34, the claimed invention is similar to claim 15 and therefore the same rejection 

applied. 

Regarding to claim 35, the claimed invention is similar to claim 16 and therefore the same rejection 

applied. 

Regarding to claim 36, the claimed invention is similar to claim 17 and therefore the same rejection 

applied. 

Regarding to claim 37, the claimed invention is similar to claim 18 and therefore the same rejection 

applied. 

Regarding to claim 38, the claimed invention is similar to claim 7, step 1 and therefore the same 
rejection applied. 

Regarding to claim 39, the claimed invention is similar to claim 7, step 1 and therefore the same 
rejection applied. 

Regarding to claim 40, Wagner discloses a system for auctioning financial products over a 
distributed, networked computer system comprises: 

a plurality of workstations for entering orders for financial products into the distributed, networked computer 
system (see col. 7, lines 12-14), the orders specify a price for the financial product, a quantity of the financial 
product and exposure time which the order can remain active (see Fig. 5, item 148, col. 10, lines 16-22, col. 
13, line 45); 

a plurality of workstations for entering predefined relative indications (see col. 7, lines 1214) and responses to 
order for product, the predefined relative indications specifying a willingness to trade (see col. 12., lines 45-49), 
the response specifying a price and quantity (see col. 10, lines 19-22); and 

a server computer coupled to the workstations for entering the orders (see col. 7, lines 1214), predefined 
relative indications, and the responses, with the server computer executing a server process (see col. 12, lines 
45-49), said server process comprising software to: 
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determine a match to a first order with the predefined relative indications, responses and contra-side orders 
(see col. 5, lines 4S-45, col. 12, lines 4S49, col. 1 0, lines 20-26) during an interval determined by the exposure 
time specified by said first order (see col. 1 3, line 45, time condition order). Wagner does not explicitly discloses 
willingness to trade but Mori discloses below: 

said willingness to trade in response to orders if an order for the product arrives for exposure (see abstract, 
specifically wherein it is stated that a plurality of auction ordering information pieces each containing a desired 
price, a number of purchase , this step is seen to read as the step willingness to by or sell based upon a highest 
bid) and price relative to an indicator of the current prevailing market price. 

It would have been obvious to one of ordinary skill in the art at the time the invention was made to incorporate 

the teaching of Mori to Wagner for the benefit of helping buyer with a realistic bidding price. 

Furthermore, Mori discloses predetermined price condition for bidding (see col. 6, lines 10-34, specifically 

wherein it is stated that a maximum allowed price in competition for the desired price....). 

It would have been obvious to one of ordinary skill in the art at the time the invention was made to incorporate 

the price relative to indicator of the current prevailing market price to Wagner and Mori for the benefit of 

satisfying seller's pricing criteria. 

Regarding to claim 41, Wagner discloses a method of auctioning a product, said method comprising: 
entering a predefined relative indication that corresponds to a willingness to buy or sell the product with the pre- 
defined relative indication specifying a price relative to a current market price (see Fig. 5, item 148, col. 12, lines 
45-49). Wagner does not explicitly discloses willingness to sell or to buy but Mori discloses below: 
said willingness to trade in response to orders if an order for the product arrives for exposure (see abstract, 
specifically wherein it is stated that a plurality of auction ordering information pieces each containing a desired 
price, a number of purchase , this step is seen to read as the step willingness to by or sell based upon a highest 
bid) and price relative to an indicator of the current prevailing market price. 
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It would have been obvious to one of ordinary skill in the art at the time the invention was made to incorporate 

the teaching of Mori to Wagner for the benefit of helping buyer with a realistic bidding prjce. 

Furthermore, Mori discloses predetermined price condition for bidding (see col. 6, lines 10-34, specifically 

wherein it is stated that a maximum allowed price in competition for the desired price....) / 

It would have been obvious to one of ordinary skill in the art at the time the invention was made to incorporate 

the price relative to indicator of the current prevailing market price to Wagner and Mori for the benefit of 

satisfying seller's pricing criteria. 

Regarding to claim 42, the claimed invention is similar to the limitation already discussed in claim 12 
and therefore the same rejection applied. 

Regarding to claim 43, Wagner discloses the method of claim 41 wherein said method is executed 
over a distributed networked computer system (see col. 7, lines 12-17, central processor -"server", remote 
terminals-'clients", col. 12, lines 61-65). 

Regarding to claim 44, the claimed invention is similar to claim 1 step 1 and therefore the same 
rejection applied. 

Regarding to claim 45, the claimed invention is similar to claim 12 and therefore the same rejection 

applied. 

Regarding to claim 46, Wagner discloses the method of claim 43 further comprising: 
matching the order with the predefined relative indication in accordance with the exposure time specified by the 
order and in accordance with a time of receipt of the predefined relative indication (see col. 3, lines 45-46, lines 
13, line 45). 
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Regarding to claim 47, the claimed invention is similar to claim 1 step 3 and therefore the same 
rejection applied. 

Regarding to claim 48, the claimed invention is similar to claim 1 and claim 1 8, therefore the same 
rejection applied. 

Regarding to claim 49, the claimed invention is similar to claim 2 and therefore the same rejection 

applied. 

Regarding to claim 50, the claimed invention is similar to claim 3 and therefore the same rejection 

applied. 

Regarding to claim 51 , the claimed invention is similar to claim 4 and therefore the same rejection applied. 
Regarding to claim 52, the claimed invention is similar to claim 8 and therefore the same rejection 

applied. 

Regarding to claim 53, the claimed invention is similar to claim 12 and therefore the same rejection 

applied. 

Regarding to claim 54, the claimed invention is similar to claim 12 and therefore the same rejection 

applied. 

Regarding to claim 55, Wagner discloses a method of auctioning securities comprises: 
entering an order for security, the order specifying a condition that seeks a specific minimum relative price 
improvement and an exposure time (see col.13, lines 44-45, col. 16, lines 44-51); 
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entering a response to the order, the response specifying a price which can be a relative or fixed price or a 
contra-side order that may have a condition seeking a relative price improvement, and quantity (see col. 10, 
lines 19-22, col. 13, line 44); and 

matching the order with the response in accordance with the exposure time specified by the order (see Fig. 5, 
item 144, col. 13, line 45). Wagner does not explicitly discloses a relative price with a price improvement with 
the relative price being relative to a generally accepted indicator of a prevailing market price (which is readable 
as a bid price improvement i.e the response of the bidder must be higher than the original bid. 
However, Mori discloses an automatic auction method which makes it unnecessary for bidders to stay before 
auction terminals at the time of auction and which makes possible auction transactions on an open network. 
A plurality of auction ordering information pieces each containing a desired price, number of purchase, and a 
highest possible price in competition (see., abstract, col 6, line 10-34). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the invention was made to 
modify Mori's teaching of a predetermined price limitation to Wagner's bidding price to include a price 
improvement criteria which provide the relative price being relative to a generally accepted indicator of a 
prevailing market price for the benefit of satisfying any predetermined criteria set by the sellers. 

Regarding to claim 57, the claim invention is similar to the limitation in claim 9 and therefore the same 
rejection applied. 

Regarding to claim 58, Wagner discloses the method of claim 55 wherein the order can include other 
conditions including executing all of the order or none of the order (see col. 13, line 44). 

Regarding to claim 59, Wagner discloses a computer program product residing on a computer 
readable medium for auctioning a product, comprising instructions for causing a computer: 
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receive an order for a product, the order specifying a price which can be a relative price,' a market price or a 

fixed price, and specifying a quantity (see Fig. 5, item 148, col. 10, lines 19-22); and 

match the order with the predefined relative indication in according with a price specified by the order (see Fig. 

5, item 144, 148, col. 10, lines 47-52). Wagner does not explicitly discloses a relative price with a price 

improvement with the relative price being relative to a generally accepted indicator of a prevailing market price 

(which is readable as a bid price improvement i.e the response of the bidder must be higher than the original 

bid. 

However, Mori discloses an automatic auction method which makes it unnecessary for bidders to stay before 
auction terminals at the time of auction and which makes possible auction transactions on an open network. 
A plurality of auction ordering information pieces each containing a desired price, number, of purchase, and a 
highest possible price in competition (see., abstract, col 6, line 10-34). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the invention was made to 
modify Mori's teaching of a predetermined price limitation to Wagner's bidding price to include a price 
improvement criteria which provide the relative price being relative to a generally accepted indicator of a 
prevailing market price for the benefit of satisfying any predetermined criteria set by the sellers. Wagner does 
not explicitly discloses willingness to buy or sell in response to orders but Mori discloses below: 
said willingness to buy or sell in response to orders if an order for the product arrives for exposure (see abstract, 
specifically wherein it is stated that a plurality of auction ordering information pieces each containing a desired 
price, a number of purchase , this step is seen to read as the step willingness to by or sell based upon a highest 
bid) and price relative to an indicator of the current prevailing market price. 

It would have been obvious to one of ordinary skill in the art at the time the invention was made to incorporate 
the teaching of Mori to Wagner for the benefit of helping buyer with a realistic bidding price. 
Furthermore, Mori discloses predetermined price condition for bidding (see col. 6, lines 10-34, specifically 
wherein it is stated that a maximum allowed price in competition for the desired price....). 
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it would have been obvious to one of ordinary skill in the art at the time the invention was made to incorporate 
the price relative to indicator of the current prevailing market price to Wagner and Mori for the benefit of 
satisfying seller's pricing criteria. 

Regarding to claim 60, the claimed limitation is similar to claim 46 and therefore the same rejection 

applied. 

Regarding to claim 61, t he claimed invention is similar to claim 42 and therefore the same rejection 

applied. 

Regarding to claim 62, the claimed invention is similar to claim 3 and therefore the same rejection 

applied. 

Regarding to claim 63, the claimed invention is similar to claim 4 and therefore the same rejection 

applied. 

Regarding to claim 64, Wagner discloses a computer program product method of auctioning 
securities comprises instructions to cause a computer to: 

received an order for a security, the order specifying a condition that seeks a specific minimum relative price 
improvement and an exposure time (see col. 13, line 44-45, col. 16, lines 44-51); 

receive a response to the order, the response specifying a price, which can be a relative or fixed price or a 
contra-side order that may have a condition seeking a relative price improvement, and quantity (see col. 10, 
lines 19-22, col. 13, lines 44-45); and 

match the order with the response in accordance with the exposure time specified by the order (see Fig. 5, item 
144, col. 13, line 45, col. 22, lines 27-31). 

Wagner does not explicitly discloses said order specifying a condition that seeks a minimum acceptable relative 
price. 

However, Miro discloses an automatic auction method which makes it unnecessary for bidders to stay before 
auction terminals at the time of auction and which makes possible auction transactions on an open network. 
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A plurality of auction ordering information pieces each containing a desired price, number of purchase, and a 
highest possible price in competition (see., abstract, col 6, line 10-34). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the invention was made to 
modify Mori's teaching of a predetermined price limitation to Wagner's bidding price to include a price 
improvement criteria which provide the relative price being relative to a generally accepted indicator of a 
prevailing market price for the benefit of satisfying any predetermined criteria set by the sellers. 

7. Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Wagner (U.S. Patent 
4,903,201) and Mori et al. (U.S. Patent No. 6,044,363) and further in view of Lupien et al. (hereinafter Lupien) 
(U.S. Patent No. 5,845,266). 

Regarding to claim 21, Wagner and Mori disclose the method of claim 14. Wagner and Mori fail to 
discloses the method wherein the process determines whether a match price falls outside of a spread specified 
for the product. 

However, Lupien discloses means for determining whether price falls outside of a spread ...(see col. 23, line 
59-64). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the invention was made to 
incorporate Lupien's feature for producing spread information to Wagner's matching result for the market 
analysis. 

8. Claim 23 and 56 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over Wagner (U.S. Patent 
4,903,201) in view of Silverman et al. (hereinafter Silverman) (U.S. Patent No. 5,136,501). 

Regarding to claim 23, Wagner and Mori disclose the method of claim 14. Wagner and Mori fail to 
discloses the method wherein an expired order is sent for a guaranteed execution by a market maker or for 
execution on a market or an exchange. 

However, Silverman discloses an expired order is sent for execution on a market (see col. 7, lines 24-25). 
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Therefore, it would have been obvious to one of ordinary skill in the art at the time the invention was made to 
include Silverman's disposal of expired order to include Silverman's feature of sending the order for execution 
in the market for the meeting the needs of clients. 

Regarding to claim 56, Wagner and Mori disclose the method of claim 55. Wagner and Mori disclose 
the method wherein the order with the condition is exposed to the market for the exposure time (see col. 1 3, 
line 45 and col. 16, lines 44-51); 

Wagner and Mori fail to disclose the exposure does not reveal the condition. 

However, Silverman discloses order with condition is exposed to the market ...the exposure does not reveal 
the condition (see col. 3, lines 39-43 and col. 6, lines 44-47). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the invention was made to 
incorporate Silverman's anonymous matching feature to Wagner's matching feature for the purpose of 
protecting trader's identity before a match is found. 

Response to Arguments 

9. Applicant's arguments filed on 8/9/2001 have been considered but are moot in view of the new 

grounds) of rejection. 

> 

REMARKS 

10. In response to claim 33, Applicant argues that the prior art of record does not teach or suggest: lime 
order is not the same as an exposure time interval for which the order can exist to receive responses". As 
mentioned in the Office action mailed on 4/9/2001 , page 3, this limitation is disclosed by Wagner in col 1 3, lines 
45-68, col 14, lines 1-10, col 22, lines 27-31, specifically wherein it is stated that "the conditional orders are 
either time order at market" . 



Conclusion 
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1 1 . Claims 1-64 are rejected. 

12. The prior art made of record and not relied upon is considered pertinent to applicant's disclosure. 
-Aggarwall et al. discloses a method for performing large scale auctions and online negotiations. 

-Odom discloses real time network exchange with seller specified exchange parameters and interactive seller 
participation. 

-Harrington et al. discloses a process and apparatus for conducting auctions over electronic networks. 

1 3. Any response to this action should be mailed to: 
Commissioner of Patents and Trademarks Washington, D.C. 20231 
or faxed to: 

(703) 305-9051 , (for formal communications intended for entry) 
Or: 

(703) 305-0040, (for informal or draft communications, please label "PROPOSED" or "DRAFT") Hand- 
delivered responses should be brought to Crystal Park II, 2021 
Crystal Drive, Arlington. VA., Sixth Floor (Receptionist). 

Any inquiry concerning this communication or earlier communications from the examiner should be directed 
to Pierre Eddy Elisca, whose telephone number is (703) 305-3987 and whose e-mail address is 
Pierre.Elisca@uspto.gov. The examiner can normally be reached on Monday through Friday from 6:00 AM to 
6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, James Trammell, 
can be reached at (703) 305-9768. The fax phone number for this Art Unit are After Final (703) 746-7238, 
Official (703) 746-7239, and Non-Official/Draft (703) 746-7240. 
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